United States Patent and Trademark Office 



UNITED SrAfES DEPARTMENT OF COMMERCE 
UnitW States IPatent Jnd Trademark Office 
Addrcll?€QMNfcS10^£R FOR PATENTS 

Alexandria, Virginia 223 13-1450 
www.uslto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/775,863 



02/09/2004 



Michael A. Rothman 



10/12/2006 



8791 7590 

BLAKELY SOKOLOFF TAYLOR & ZAFMAN 

12400 WILSHIRE BOULEVARD 

SEVENTH FLOOR 

LOS ANGELES, CA 90025-1030 



42P18513 



1483 



EXAMINER 



PATEL, ANAND B 



ART UNIT 



PAPER NUMBER 



2116 

DATE MAILED: 10/12/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 


Application No. 

10/775,863 


Applicant(s) 

ROTHMAN ET AL. 


Fvaminor 

L- Adl llll 

Anand Patel 


Art Unit 

2116 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

Responsive to communication(s) filed on 21 August 2006 . 
2a)^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) £3 Claim(s) 1-21 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IEI Claim(s) 1-4 and 8-20 is/are rejected. 

7) I3 Claim(s) 5-7 and 21 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the. certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1. Amendment filed 8/21/06 has been entered and as such claims 8, 1 1, 13 are amended. 

Claim Objections 

2. Claims 2-7, 9-10, 12, 12-17, 19-21 are objected to because of the following informalities: terms "A 
method", "An apparatus", and "A processing system" should be changed to "The method", "The 
apparatus", and "The processing system", respectively. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful. improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

4. Claims 8-17 are rejected under 35 U.S.C. 101 because the claimed invention is directed to non- 
statutory subject matter. Claims contain a machine accessible medium that is described in the 
specification as including non-statutory communication media. 

Claim Rejections - 35 USC §102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis for the 
rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent 

6. Claims 1-3, 18-19 are rejected under 35 U.S.C. 102(a) as being anticipated by European Patent 
Application No 02354066.9 to Neuman et al (Neuman). 
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• As per claim 1 , Neuman discloses a method comprising: 

• Initializing a processing system according to predetermined basic input/output system (BIOS) 
settings for the processing system (inherent given the running of software 302); 

• Booting an operating system (OS) on the processing system (inherent given the running of 
software 302 and the context switching to SMM mode); and 

• Providing a virtual runtime interface that allows a user to modify the BIOS settings for the 
processing system after the OS has been booted (300, 400; paragraphs 22-24). 

• As per claim 2, Neuman discloses the method further comprising: 

• Receiving user input data that requests invocation of the virtual runtime interface (figures 3, 
4; paragraph 22); and 

• Automatically providing the virtual runtime interface, in response to receiving the user input 
data (paragraph 22). 

• As per claim 3, Neuman discloses the method further comprising: 

• Receiving user input data through the virtual runtime interface, wherein the user input data 
specifies a modified BIOS setting (paragraphs 10, 22, 26-27); and 

• Saving the modified BIOS setting to be implemented upon a subsequent initialization of the 
processing system (paragraphs 26-27). 

• As per claim 18, Neuman discloses a processing system comprising: 

• A processor (202); 

© Memory communicatively coupled to the processor (228; figure 2); 

• Basic input/output system (BIOS) settings stored in the memory (252; figure 2); and 

• Instructions stored in the memory, wherein the instructions, when executed by the processor, 
cause the processing system to perform operations comprising: 
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• Detecting a BIOS configuration trigger event after the processing system has booted to an 
operating system (OS) (paragraphs 10, 22); and 

• In response to detecting the BIOS configuration trigger event, automatically providing a 
virtual runtime interface that allows a user to modify the BIOS settings for the processing system 
(paragraph 22). 

• As per claim 19, Neuman discloses the processing system wherein the memory comprises: 

• A first memory device that contains the BIOS settings (228); and 

• A second memory device that contains the instructions (2 1 0). 

Claim Rejections - 35 USC § 103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness rejections 

set forth in this Office action: 

(a) A patent may riot be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 4, 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Neuman in view of US 

Patent No 682345 1 to Gulick et al (Gulick). 

• As per claims 4, 20, Neuman discloses the method wherein the operation of providing a virtual 
runtime interface comprises transitioning the processing system from an OS context to a system 
management mode (SMM) context (paragraph 22); 

Neuman fails to disclose switching contexts based on a timeout. Gulick teaches: 

• Determining whether an amount of time spent in the SMM context approaches an SMM time 
limit (column 9, lines 26-3 1); and 
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• If the amount of time spent in the SMM context approaches the SMM time limit, 
automatically transitioning from the SMM context back to the OS context (column 9, lines 31- 
36). 

An advantage of the system taught by Gulick is the ability to improve privacy and security issues 
(column 2, lines 21-47). It would have been obvious to one of ordinary skill in the art at the time 
of invention to modify Neuman with the timeout feature as taught by Gulick. Motivation to 
modify is to improve system security and privacy. 

Allowable Subject Matter 

9. Claims 5-7, 21 are objected to as being dependent upon a rejected base claim, but would be allowable 
if rewritten in independent form including all of the limitations of the base claim and any intervening 
claims. Prior art fails to disclose or suggest wherein the operation of providing a virtual runtime interface 
comprises providing a BIOS setup interface that appears persistent to the user by automatically 
interleaving two or more SMM contexts with two or more OS contexts. Prior art also fails to disclose or 
suggest saving state information from the SMM context before transitioning from the SMM context back 
to the OS context, and after transitioning back to the OS context, determining whether a configuration 
session has been completed and if the configuration session has not been completed, automatically 
transitioning from the OS context back to the SMM context. 

Response to Declaration under 37 GF./f, 1.131 

10. The declaration filed on 8/21/06 under 37 CFR 1.131 has been considered but is ineffective to 
overcome the Neuman reference. 

1 1 . The evidence submitted is insufficient to establish a conception of the invention prior to the effective 
date of the Neuman reference. While conception is the mental part of the inventive act, it must be capable 
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of proof, such as by demonstrative evidence or by a complete disclosure to another. Conception is more 
than a vague idea of how to solve a problem. The requisite means themselves and their interaction must 
also be comprehended. See Mergenthaler v. Scudder, 1897 CD. 724, 81 O.G. 1417 (D.C. Cir. 1897). 
The affidavit must clearly explain which facts applicant is relying upon to show completion of his or her 
invention prior to the reference date. Vague and general statements in broad terms about what the 
exhibits describe amounts essentially to mere pleading, unsupported by proof or a showing of facts. 
Examiner would like to point applicant to MPEP 715 for further explanation of this procedure. 

Response to Arguments 

12. Applicant's arguments filed 8/21/06 have been fully considered but they are not persuasive. 

13. Applicant argues that the rejection under 35 U.S.C. 101 is improper. Examiner disagrees. As per 
current USPTO policy, paragraph 46 of the instant application specification contains non-statutory subject 
matter in the form of media including communication media. In response to the applicant's question 
regarding which types of communication media are non-statutory, Examiner would like to answer that, as 
described in the specification, all types of communication media are non-statutory. In response to 
applicant's question of why these media are non-statutory, Examiner would like to answer that the media 
is non-tangible. It is not clear how applicant is able to physically hold a microwave. The amendment 
adding tangible to the limitations on media does not remedy this issue. Applicant is advised to amend the 
claims to mention only storage media, as described in the specification. 

14. Applicant argues that the affidavit under 37 C.F.R. 131 overcomes the 35 U.S.C. 102(a) rejection. 
Examiner disagrees as discussed above. 

15. All rejections of claim limitations as filed prior to Amendment filed 8/21/06 not argued in their 
entirety or substantively in the response to the prior Office Action have been conceded by applicant and 
the rejections are maintained henceforth. 



Application/Control Number: 10/775,863 Page 7 

Art Unit: 21 16 

Conclusion 

16. Examiner notes that should claims 8-17 be amended to overcome the rejection under 35 U.S.C. 101, 
the prior art used in the rejections of the other claims might be used to reject the subject matter in the 
amended claims. 

1 7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy as set 
forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS from 
the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing 
date of this final action and the advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period will expire on the date the advisory action 
is mailed, and any extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Anand Patel whose telephone number is (571) 272-721 1 . The examiner can normally be 
reached on Mon-Fri 8AM-4PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Lynne Browne can be reached on (571) 272-3670. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO Customer 
Service Representative or access to the automated information system, call 800-786-9199 (IN USA OR 
CANADA) or 571-272-1000. 
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